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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed 26 November 2004 have been fully considered but 
they are not persuasive. The Applicant argues that the device of Chuttani et al. does 
not taper. As seen in the below drawing, the device does taper. 




FIG. I 

2. The Applicant also argues that Fina does not teach lithotripsy. Fina does teach 
the method of lithotripsy as stated in col. 1, lines 17-20. Fina also teaches it is know in 
the art to use different types of lithotripsy (col. 1 , lines 49-56). 

3. The Applicant further argues that Fina fail to teach the device of claim 18. The 
Applicant states that "the conical-shaped element (10) is an additional anode electrode". 
Fina teaches that the anode electrode 10 can be used alone without anode electrode 4. 
In order for the electode 10 to be used alone, it must inherit the same properties as 
electrode 4. Therefore it must be able to contract into sleeve 2 and expand when it 
protrudes (col. 4, lines 50-54). Therefore, electrode 10 would be made of a "super- 
elastic deformable material". 
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Claim Rejections - 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1 , 14, 18, 20. 29. 30-39, 42-45 and 48-54 are rejected under 35 
U.S.C. 102(b) as being anticipated by Chuttani et al. 5054501. 

5. Chuttani et al. teaches a medical device comprising a generally longitudinally- 
extending wire core, a portion of the core forming a helical coil which tapers in diameter 
from a lager diameter to a smaller diameter (col. 3, lines 20-24). at least the portion of 
the core forming the helical coil being made of a super-elastic deformable material, 
wherein the core comprises a super-elastic deformable material; a flexible tubular 
sheath 50; the sheath having an inner diameter that is greater than the diameter of the 
guidewire other than a portion of the guidewire forming the helical coil, such that coil 
deforms into a configuration having a maximum diameter not more than the inner 
diameter of the sheath upon retraction into the sheath and return to a coil configuration 
having a maximum diameter greater than the outer diameter of the sheath upon 
withdrawal from the sheath (figs. 1-3);; wherein a layer of polymeric material 
substantially covers at least the portion of the core forming the helical coil; wherein a 
layer of polymer material substantially covers the outer surface of the wire core; wherein 
the polymeric material comprises a fluorinated polymer; wherein the fluorinated polymer 
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is polytetrafluorethylene (col. 4, lines 21-30); wherein the wire core is about 50 cm to 
about 250 cm long; wherein the wire core is about 140 cm to about 220 cm long; 
wherein the wire core is about 0.015 inches (0.381 mm) to about 0.04 inches (1.016 mm 
in width) (see claim 2); wherein the proximal end of the helical coil has a diameter of 
about 0.2 cm to about 3.0 cm; wherein the proximal end of the helical coil has a 
diameter of about 0.5 cm to about 1 .5 cm; wherein the proximal end of the helical coil 
has a diameter of about 0.7 cm to about 0.8 cm (see claim 8); wherein the helical coil 
comprises between about 5 and about 15 turns (fig. 1). 

6. Chuttani et al. teaches a medical procedure comprising the steps of: providing a 
medical device in a configuration in which the helical coil of the guide wire of the device 
is retracted into the tubular sheath of the device', introducing the device in the 
configuration into a desired pathway within a body; positioning the device in a desired 
location with the pathway; moving the helical coil portion of the guidewire relative to the 
sheath such that the helical coil portion of the guide wire is withdrawn from the sheath 
and returns to a coil configuration and in which the coil engages the inner surface of the 
pathway (figs. 1-3). 

7. Claims 18 and 20-23 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Fina 6248113. 

8. Fina teaches a medical procedure comprising the steps of: providing a medical 
device according to claim 18 (fig. 6) in a configuration in which the helical coil of the 
guide wire of the device is retracted into the tubular sheath of the device; introducing the 
device in the configuration into a desired pathway within a body; positioning the device 
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in a desired location with the pathway; moving the helical coil portion of the guidewire 
relative to the sheath such that the helical coil portion of the guide wire is withdrawn 
from the sheath and returns to a coil configuration an in which the coil engages the 
inner surface of the pathway (fig. 13); wherein a biological calculus is with the pathway 
and the procedure includes fragmentation of the calculus, including the steps of: 
locating the biological calculus within the pathway; placing at least a portion of the 
sheathed guidewire beyond the location of the calculus; and moving the guidewire 
relative to the sheath such that the helical coil portion thereof is exposed from the distal 
end of the sheath and reforms into a helical coil configuration distally of the calculus; 
wherein the procedure further comprises the step of fragmenting a biological calculus 
located in a desired location in the pathway and distally to the coil that has engaged the 
inner surface of the pathway (col. 5, lines 1-20), using lithotripsy; wherein the lithotripsy 
comprises one of electrohydraulic, pneumatic pulse, acoustic shock wave, and laser 
lithotripsy (col. 1, lines 49-56). 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 40, 41 , 55, 56, and 61 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chuttani et al. 
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1 1 . Chuttani et al. discloses the claimed invention except for wherein the distal end 
of the helical coil is about 2 cm to about 50 cm from the distal end of the device, or 
wherein the distal end of the helical coil is about 10 cm to about 24 cm from the distal 
end of the device. It would have been an obvious matter of design choice to use the 
claimed limitations, since the Applicant has not disclosed that the claimed limitations 
solves any stated problem or is for any particular purpose and it appears that the 
invention would perform equally well with the distal tip 25 of the device. 

12. Chuttani et al. discloses the claimed invention except for wherein the coil portion 
of the guidewire fits intot the flexible tubular sheath having an inner diameter about 
0.005 inches greater than the coil prior of the guidewire. It would have been an obvious 
matter of design choice to use the claimed limitations, since the Applicant has not 
disclosed that the claimed limitations solves any stated problem or is for any particular 
purpose and it appears that the invention would perform equally well with device shown 
in fig. 2. 

13. Claims 15, 16, 24-27, 46, 47, and 57-60 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Chuttani et al. in view of Samson et al. 6066149. 

14. Chuttani et al. teaches the device of claim 1 . It should be noted that Chuttani et 
al. fails to teach wherein the super-elastic deformable material is an alloy comprising 
nickel and titanium or nickel, titanium, and chromium. 

Samson et al. teaches a device with a common alloy comprising nickel and 
titanium or nickel, titanium, and chromium (col. 6, lines 48-58). Therefore, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
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to use an alloy comprising nickel and titanium or nickel, titanium, and chromium 
because the use of such alloys are old and well know in the art as super-elastic alloys 
for use within a body. 

15. Chuttani/Samson teaches the device of claims 1 and 18 wherein at least a 
portion of the device includes a layer of radiopaque material comprising gold, platinum, 
tantalum, tungsten, iridium, rhodium, rhenium, or an alloy of two or more radiopaque 
materials (col. 6, lines 42-48). 

Double Patenting 

16. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thohngton, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

17. Claims 1 and 24 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1,13 and 14 of 
U.S. Patent No. 6620172. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the application claim is merely broader than 
the patent claim. The structural limitations set forth in claims 1 and 24 of the instant 
application are also claimed in the patent, e.g., a medical device comprising a generally 
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longitudinally-extending wire core, a portion of the core forming a helical coil which 
tapers in diameter from a larger diameter to a smaller diameter, at least the portion of 
the core forming the helical coil being made of a super-elastic deformable material; and 
a portion of the coil is covered with a radiopaque material. 

1 8. Claims 15,16, 20, and 27 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1,13, and 14 of 
U.S. patent No, 6620172 in view of Samson et al. 6066149. Although the conflicting 
claims are not identical, they are not patentably distinct from each other because the 
application claim merely adds a feature absent from the patent claim. The structural 
limitations set forth in claims 1 and 13 of the instant application are also claimed in the 
patent, e.g., a medical device comprising a generally longitudinally-extending wire core, 
a portion of the core forming a helical coil which tapers in diameter from a larger 
diameter to a smaller diameter, at least the portion or the core forming the helical coil 
being made of a super-elastic deformable material. 

19. The difference between claims 15 and 16 of the instant application and claims 1 
and 13 of the patent is the limitation of the super-elastic deformable material is an alloy 
comprising nickel and titanium or nickel, titanium, and chromium. 

20. Samson et al. discloses a device comprising an alloy comprising nickel and 
titanium or nickel, titanium, and chromium (col. 6, lines 48-58). 

21 . Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to use an alloy comprising nickel and titanium or 
nickel, titanium, and chromium because the use of such alloys is old and well know in 
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the art as super-elastic alloys for use within a body. 

22. The difference between clainns 20 and 27 of the instant application and claims 1 , 
13, and 14 of the patent is the limitation of the radiopaque materials comprises gold, 
platinum, tantalum, tungsten, iridium, rhodium, rhenium, or an alloy of two or more 
radiopaque materials. 

23. Samson et al. discloses a device comprising radiopaque materials comprising 
gold, platinum, tantalum, tungsten, iridium, rhodium, rhenium, or an alloy of two or more 
radiopaque materials (col. 6, lines 42-48). 

24. Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to use radiopaque materials comprising gold, platinum, 
tantalum, tungsten, iridium, rhodium, rhenium, or an alloy of twp or more radiopaque 
materials to visualize the position of the device during a procedure. 

25. Claim 18 and 19 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-4 and 7 of U.S. 
Patent No. 6620172 in view of Chuttani et al. Although the conflicting claims are not 
identical, they are not paentably distinct from each other because the application claim 
merely adds a feature absent from the patent claim. The structural limitations set forth 
in claims 1 and 13 of the instant application are also claimed in the patent, e.g., a 
medical device comprising a generally longitudinally-extending wire core, a portion of 
the core forming a helical coil which tapers in diameter from a larger diameter to a 
smaller diameter, at least the portion or the core forming the helical coil being made of a 
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super-elastic deformable material; wherein the guidewire includes one or more wrapped 
helical springs surrounding a longitudinally-extending portion of the core, and a 
polymeric material covering a major fraction of the outer surface of the springs. 

26. The difference between claim 18 of the instant application and claims 1 and 13 of 
the patent is the limitation of the a flexible tubular sheath', the sheath having an inner 
diameter that is greater than the diameter of the guidewire other than a portion of the 
guidewire forming the helical coil, such that coil deforms into a configuration having a 
maximum diameter not more than the inner diameter of the sheath upon retraction into 
the sheath and return to a coil configuration having a maximum diameter greater than 
the outer diameter of the sheath upon withdrawal from the sheath. 

27. Chuttani et al. teaches a flexible tubular sheath; the sheath having an inner 
diameter that is greater than the diameter of the guidewire other than a portion of the 
guidewire forming the helical coil, such that coil deforms into a configuration having a 
maximum diameter not more than the inner diameter 6f the sheath upon retraction into 
the sheath and return to a coil configuration having a maximum diameter greater than 
the outer diameter of the sheath upon withdrawal from the sheath (see figs. 1-3). 

28. Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to use a flexible tubular sheath; the sheath having an 
inner diameter that is greater than the diameter of the guidewire other than a portion of 
the guidewire forming the helical coil, such that coil deforms into a configuration having 
a maximum diameter not more than the inner diameter of the sheath upon retraction 
into the sheath and return to a coil configuration having a maximum diameter greater 
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than the outer diameter of the sheath upon withdrawal from the sheath to allow 
positioning of the device. Furthermore, it is old and well known in the art to use a 
sheath/catheter for placement of traps, filters, fragmenting means, etc.. .into a body. 

Conclusion 

29. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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supervisor, Glenn Dawson can be reached on (571 ) 272-4694. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Patent Application Information Retrieval (PAIR) system. Status information for 
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